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application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37CFR 1.136(a). 
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DETAILED ACTION 



Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 



2, Claims 1-14 are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, the recitation "the strip being produced from a material which is less hard than 
the magnet" is indefinite because the clause "a material is less hard than the magnet" does not 
clearly cite any metes and bound for the limitations. In other words, with the recitation, one 
skilled in the art would not ably to figure out what kind of material, i.e., nonmetallic or metallic 
material, if it is metallic should it be magnetic or nonmagnetic material that has certain 
characteristics which make the material less hard than the magnet. Thus, with this recitation, one 
skilled in the art would not ably to figure out or determine whether there is a patentable 
infringement or not. According to MPEP seciton 2171, two Separate Requirements for Claims 
Under 35 U.S.C. 1 12, Second Paragraph: 



Claim Rejections - 35 USC § 112 
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(1) the claims must set forth the subject matter that applicants regard as their 

invention; and 

(2) the claims must particularly point out and distinctly define the metes and 
bounds of the subject matter that will be protected by the patent grant. (Emphasis added). 

In claims 1, 6 and 7, the recitation "the profile" has unclear antecedent basis, it should be 
recited as "the groove profile" instead. 

In claim 10, the recitation "a layer of material which is more flexible than the magnet" is 
indefinite because of the similar reason as rejected in claim 1 about not providing metes and 
bounds for the recitation. 

In claim 13, the term "preferably all of the magnets" is indefinite because it is not a 
positive recitation. 



Claims 2-5, 8-9, 11-12 and 14 are included in the rejection due to their dependencies. 
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Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 



4. Claims 1-4 and 12-14, as understood in light of the specification, are rejected under 35 
U.S.C. § 102(b) as being fully anticipated by Amlee et al, USP 5747913. 

Amlee et al disclose an alternator (as shown in figs. 1-3, and 13-14) comprising: two claw- 
pole pieces (15B, 17B) interlacing, the claw pole having a groove (40A-B, 41 A-B), wherein the 
claw pole's groove accommodating at least one magnet (31) and a strip (203 figs. 13-14) 
interposed between one face of the magnet and the groove; the strip is made of aluminum which is 
less hard than the magnet. Particularly the strip covers over the magnet's circumferential face that 
is oriented in a direction opposite to the alternator's shaft (11). 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

5. Claims 1-4 and 12-14, as understood in light of the specification, are rejected under 35 
U.S.C. § 102(e) as being fully anticipated by Irie et al, USP 5973435. 

Irie et al disclose an alternator (as shown in figs. 1, 4) comprising: two claw-pole pieces 
(18, 20) interlacing, the claw pole having a groove formed by the body of the claw pole and flange 
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(40), wherein the claw pole's groove accommodating at least one magnet (34) and a strip (30) 
interposed between one face of the magnet and the groove; the strip is made of resin material 
which is less hard than the magnet. Particularly the strip covers over the magnet's circumferential 
face that is oriented in a direction opposite to the alternator's shaft (36). 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made, 

7. Claims 5-8 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Amlee et al 
(or Irie et al) as rejected in the rejection against claim 1 , and in view of level of ordinary skill of a 
worker in the art. 

Amlee et al, as well as Irie et al, disclose the claimed invention, except for the added 
limitations of two strips interposed opposite surfaces of the magnet, as recited in claim 5, or the 
groove has an U-shaped profile, as recited in claim 6, or a V-shaped profile, as recited in claims 7- 
8. 

Regarding the two strips interposed opposite surfaces of the magnet, Amlee et al or Irie et 
al does disclose a strip covering the magnet for magnet protection and prevent the magnet from 



Claim Rejections - 35 USC § 103 
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being displaced due to the centrifugal force. Those skilled in the art would realize that it would 
have been obvious to one skilled in the art to apply this teaching and further provide another strip 
for the opposite surface of the magnet because this is merely duplicating a disclosed element of 
the device. 

Thus, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the alternator with two strips interposed opposite surfaces of the 
magnet, since it has been held that mere duplication of the essential working parts of a device 
involves only routine skill in the art. St Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

Regarding the U-shaped profile or the V-shaped profile of the groove, Amlee et al or Irie 
et al does disclose that the claw poles are configured with groove for accommodating the magnet 
therein in order to retain the magnet in place. Those skilled in the art would understand that 
configuring a groove with different profiles would be an engineering design choice based upon the 
size and shape of the magnet that being employed in the alternator. 

Thus, it would have been an obvious matter of engineering design choice at the time the 
invention was made to configure the pole's groove with either an U-shaped profile or the V- 
shaped profile, since such a modification would have involved a mere change in the size or shape 
of a component. A change in size or shape is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

8. Claim 9 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Amlee et al (or 
Irie et al) as rejected in the rejection against claim 1, and in view of Yamada et al, USP 5734216. 
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Amlee et al, as well as Irie et al, disclose the claimed invention, except for the added 
limitations of a layer of adhesive between the strip and the magnet. 

However, Yamada et al disclose a magnet rotor for a dynamoelectric machine comprising 
a yoke (1) covering one circumferential face of a magnet (2); thus, the yoke is read as a strip 
covering the magnet's circumferential face that is oriented opposite to a shaft of the rotor; an 
adhesive layer (3), which is more flexible than the magnet, interposed between the magnet and the 
strip (1) (figs. 1-2A). Yamada et al teach that by providing an adhesive layer between the magnet 
and the yoke the magnet can be effectively prevented from being thermally damaged or broken 
even in used of high temperatures (col 2, lines 1-4). 

Thus, it would have been an obvious matter of engineering design choice at the time the 
invention was made to modify the alternator by providing a layer of adhesive between the strip 
and the magnet, as taught by Yamada et al, because this would effectively prevent the magnet 
from being thermally damaged or broken even in used of high temperatures (col 2, lines 1-4). 
9. Claims 10-11 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Amlee et 
al (or Irie et al) and Yamada, as rejected in the rejection against the base claims, and in view of 
Mitcham et al, USP 5877578. 

The combination of Amlee et al (or Irie et al) and Yamada refs discloses the claimed 
invention, except for the added limitations of the magnet including two separate parts bonded 
together by a layer of the adhesive material. 
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Mitcham et al, however, disclose a permanent magnet rotor (figs. 2-6) comprising: a 
plurality of separate magnet parts (20) that are bonded together. Mitcham et al teach that 
the magnets are subdivided to reduce the generation of eddy current in the magnet (col. 2 lines 
29-31,34-37). 

Thus, it would have been obvious to one skilled in the art at the time the invention was 
made to modify the alternator by configuring the magnet as a plurality of separate magnets 
bonded together by a layer of adhesive material, as taught by Mitcham et al, because this would 
provide a composite magnet that would reduce the generation of eddy current in the magnet (col. 
2 lines 29-31, 34-37) resulting increasing effective performance of the alternator. 

Regarding the adhesive material as the same adhesive material that is used for bonding the 
strip and the magnet, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to select the adhesive material for bonding the magnets together to be the 
same as adhesive material for bonding the strip and the magnet, since it has been held to be within 
the general skill of a worker in the art to select a known material on the basis of its suitability for 
the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Cited Prior Art 

1 0. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 



3 



Application/Control Number: 09/473012 



Page 9 



Art Unit: 2834 



Conclusion 



1 1. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tran Nguyen whose telephone number is (703) 308-1639. 

12. Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone number is (703) 308-0956. The fax phone 
number for this Group is (703) 305-343 1 (32). (\ 
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